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Franklin Inn's annual ethics program featured ten songs inspired by the Broadway musicalHamilton, with a cast that

included four kids (ages 11-14) of our pupillage group members. The sequence of songs tells aHamilton-inspired

story set in the present day, against a background of patent law arising fromAlice Corp. v. CLS Bank Int'l (a 2014

Supreme Court patent case), with a dash ofAlice inWonderland. The first song provides a musical procedural

history of theAlice case, and each of the following 8 songs provides a fact pattern that raises ethical issues for patent

practitioners under the USPTO Rules of Professional Conduct. After each song, the ethical issues are explained and

explored in discussion segments.

Alice in Hamilton: A Patent Ethics Musical
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This can be done in just about any law firm conference room with a modern audiovisual system. An additional display monitor turned
.

As the writing of each song was completed, a vocal demo recording was made and distributed to the pupillage group, for use in practicing the
fast-paced new lyrics (written, in most cases, to match up to the original Hamilton lyrics syllable-for-syllable). Attendees, even those unfamiliar
with Hamilton, gave rave reviews. The Inn's incoming president commended the pupillage group for "a remarkable show – particularly the kids –
a fantastic idea to add them in. The creative and performance parts of the play were off the charts."
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Not only singing patent lawyers... this program gave roles to 4 kids of group members, who

song #2, insults in song #8). Attendees, even those unfamiliar with Hamilton, gave rave reviews and praised the decision to include the kids.

01. Alice (a Procedural History of Alice v. CLS Bank) 03:29

02. The Collection of Ways He Blundered 02:33

02A. Discussion after "The Collection of Ways..." 02:53

03. Ethics First, Sir 02:45

03A. Discussion after "Ethics First, Sir" 04:05

04. Satisfied with Your Shot 06:21

04A. Discussion after "Satisfied with Your Shot" 02:06

05. You'll Be Back (a Final Office Action) 04:01

05A. Discussion after "You'll Be Back" 02:44

06. Stay Alive / Learn 06:06

06A. Discussion after "Stay Alive / Learn" 04:46

07. Go Ask Alex / The Alice Guidelines 02:38

07A. Discussion after "The Alice Guidelines" 04:33

08. Disrespectfully Submitted 03:33

08A. Discussion after "Disrespectfully Submitted" 04:49

09. We Know the Ways He Blundered 02:33

09A. Discussion after "We Know the Ways..." 03:48

10. O.E.D. Has Its Eyes on You 04:27

TOTAL TIME 1:08:10

Along with humor, music, and ethics issues, a touching father-

The use of music and humor was supplemented by handouts, including one

tying each song to the relevant Rules of Professional Conduct. We provided

Karaoke lyrics were projected for both cast & audience, so everyone could more easily pick up details of the fact patterns for discussion.

Alexander Hamilton, Benjamin Franklin, George Washington 3 Masters

George King III, Thomas Jefferson 2 Masters

Aaron Burr Associate

Research Director (non-singing) Associate

Research Team (2 non-singing) 1 Pupil, 1 Master

Alice Schuyler, Eliza Hamilton, Peggy de Lafayette, James Madison 4 kids (ages 11-14) of the pupillage group members

Each song was expressly tied to relevant USPTO Rules of Professional Conduct and corresponding ABA Model Rules, with discussion of cases.

knew and performed the Hamilton-based songs better than any lawyer. Much of the humor came from genuine ethics cases (e.g., Photoshops in

daughter storyline ran through the series of songs, increasing engagement as the father's ethical problems got deeper.

a glossary of patent terms (the kids gave an excuse to offer simplified info to lawyers/law students as well, without seeming condescending!)
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A L I C E  I N  H A M I L T O N  

 

EEEETHICAL THICAL THICAL THICAL IIIISSUES SSUES SSUES SSUES PPPPRESENTED IN THE RESENTED IN THE RESENTED IN THE RESENTED IN THE SSSSONGSONGSONGSONGS    

References are to the USPTO Rules of Professional Conduct, 37 CFR § 11.101 et seq.,  
and to the ABA Model Rules of Professional Conduct. 

    

SongSongSongSong    Ethical issuesEthical issuesEthical issuesEthical issues    USPTO RulesUSPTO RulesUSPTO RulesUSPTO Rules    
ABA ABA ABA ABA Model Model Model Model 

RulesRulesRulesRules    

1. Alice 
Procedural history of  

Alice Corp. v. CLS Bank Int’l 
n/a n/a 

2. The Collection of 
Ways He Blundered 

Attorney advertising § 11.702 Rule 7.2 

3. Ethics First, Sir 
Fee-splitting & non-lawyer 

ownership, impermissible 
law firm names 

§§ 11.501-504, 

§ 11.705 

Rules 5.1-5.4, 

7.5 

4. Satisfied with Your 
Shot 

Pre-engagement 
communications with 
prospective clients, 

overpromising results 

§ 11.118, 

§§ 11.701-703 

Rules 1.18, 7.1-

7.3 

5. You’ll Be Back  
(a Final O;ce Action) 

Unmeritorious filings and 
contentions, churning & 

overbilling 

§ 11.301, 

§ 11.302 
Rules 3.1, 3.2 

6. Stay Alive / Learn 

Incompetence, inadequate 
client communication; 

docketing, deadlines, & 
diligence; churning 

§ 11.101, 

§§ 11.103-104, 

§ 11.302 

Rules 1.1, 1.4, 

1.3, 3.2 

7. Go Ask Alex / 
The Alice Guidelines 

Substance abuse & mental 
illness; unfitness to practice 

§ 11.804(i) 
Rules 1.16, 

8.4(i) 

8. Disrespectfully 
Submitted 

Abusive filings, discourtesy 
& uncivil language 

§§ 11.301, 

11.304-305 

Rules 3.1, 3.4, 

3.5 

9. We Know the Ways 
He Blundered 

Duty of a USPTO 
registered practitioner to 
report misconduct to the 

O.E.D. (O;ce of 
Enrollment and Discipline); 
investigation of grievances 

§ 11.803 Rule 8.3 

10. O.E.D. Has Its Eyes 
on You 
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A L I C E  I N  H A M I L T O N  
 

A GLOSSARY OF TERMS USED IN THE SONGS  
(FOR NON-PRACTITIONER GUESTS)  

101—(1) a section of the patent law (35 U.S.C. § 101) 

that specifies what subject matter is eligible for a 

patent; (2) in an Office Action, a claim rejection 

that is based on 35 U.S.C. § 101 

112—(1) a section of the patent law (35 U.S.C. § 112) 

that, among other things, requires clear and 

definite claim language; (2) in an Office Action, a 

claim rejection that is based on 35 U.S.C. § 112 

Alice—a 2014 case (Alice Corp. v. CLS Bank Int’l) 

decided by the U.S. Supreme Court, in which four 

patents owned by Alice Corporation were 

invalidated because the subject matter (software) 

was found to be an “abstract idea” that was 

ineligible for patent protection under § 101 

Alice Guidelines—a frequently-updated collection of 

instructions and resources posted on the USPTO’s 

web site, including summaries of post-Alice 

judicial decisions in patent cases involving § 101, 

with guidance for Examiners on how to apply 

those cases when examining claims 

Claims (or claim set)—the section of a patent 

application, after a written description, that 

distinctly claims exclusive rights in an invention 

CLS—a bank accused of infringing patents owned by 

Alice Corp.; it sued and won a judgment that 

Alice’s patents were not valid or enforceable 

Director—the head of the USPTO 

Examiner—a USPTO employee who examines patent 

applications and either rejects the claims or allows 

the claims 

Federal Circuit—a specialized U.S. Court of Appeals 

with exclusive jurisdiction over patent appeals 

Foreign counsel—a non-U.S. lawyer, usually located 

in a foreign country, who handles legal matters in 

that country for a U.S. client or firm 

Franklin Hamilton—a fictional patent law firm 

founded by Alexander Hamilton, with partners that 

include Benjamin Franklin 

General counsel—the top lawyer at a company (not a 

law firm) 

IDS—Information Disclosure Statement, a list of 

relevant references given to the Examiner 

Notice of Allowance—an Examiner’s written decision 

to allow all claims in a patent application and grant 

the patent 

Mayo—a 2012 Supreme Court patent case 

OED—the Office of Enrollment and Discipline, a 

USPTO division that receives and investigates 

complaints against practitioners, and enforces the 

USPTO Rules of Professional Conduct 

Office Action—a written decision by an Examiner, 

often including rejections of the claims, to which a 

patent practitioner can respond with arguments, 

claim amendments, or an appeal (if final). 

Patent agent—a non-lawyer, qualified in science or 

engineering, who has passed the patent bar 

examination to become a registered practitioner 

Patent bar exam—the test given by the USPTO 

which lawyers and patent agents must pass to 

become a registered practitioner 

PIPLA—the Philadelphia Intellectual Property Law 

Association, a local association of lawyers who 

would never do an educational program in the 

form of a musical (but who are good sports!) 

R & D—research and development, which may result 

in new inventions to patent 

Rainmaking—successfully obtaining new clients; 

especially by personal contacts, networking, and 

salesmanship skills 

RCE—a Request for Continued Examination; after 

receiving a “final” Office Action, this can remove 

the finality in return for a fee paid to the USPTO 

Registered practitioner—a lawyer or patent agent 

admitted to practice in patent matters before the 

USPTO 

RFP—Request for Proposal; for example, an invi-

tation by a company asking for bids or proposals 

from law firms who compete to do their legal work  

USPTO (or PTO, or the Office)—the U.S. Patent and 

Trademark Office 
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Attorney Advertising 

Issues:​ Whether Hamilton violated Rule 7.2 for advertising his service by stating past results and 
promising future results and for posting photoshopped photos of himself with celebrities on his firm 
website.  

Under Rule 7.2, a practitioner may advertise services through written, recorded or electronic 
communication, including public media. The practitioner, however, has to be subject to Rule 7.1 that 
requires the practitioner not to make a false or misleading communication about the practitioner or the 
service. If the attorney’s advertisement were not misleading and it would fall within the scope of First 
Amendment Protection. ​Bates v. State Bar of Arizona​, 433 U.S. 350, 381, 97 S. Ct. 2691, 2708, 53 L. 
Ed. 2d 810 (1977) 

A. Past results 
The supreme court of Louisiana struck down the Rule 7.2(c)(1)(D) prohibiting communications 
that “contain[ ] a reference or testimonial to past successes or results obtained….” ​Pub. Citizen 
Inc. v. Louisiana Attorney Disciplinary Bd.​, 632 F.3d 212, 218 (5th Cir. 2011). ​The Supreme 
Court of Florida struck down​ Rule 47.13 that limits attorney advertising to past results that are 
“objectively verifiable.” Rubenstein v. Florida Bar, 69 F. Supp. 3d 1331, 1334 (S.D. Fla. 2014). 
Here, Hamilton referred to the firm’s past results in an advertisement by saying “We win all 
fights…” But there are no facts to support this statement. If the statement had been true, 
however, then this phrase might have been protected under the First Amendment. 
 

B. Promised results 
Rule 7.2(c)(1)(E) bars communications that “promise[ ] results.” ​Pub. Citizen Inc. v. Louisiana 
Attorney Disciplinary Bd. ​, 632 F.3d 212, 218 (5th Cir. 2011).  Here, Hamilton, in his KYW 
radio advertisement, advertised that “if you invent, the fee’s well-spent: Franklin Hamilton’s on 
your side!” and “With Franklin Hamilton, your patent is secure.” A reasonable future client will 
infer that Hamilton has promised to get a patent for every invention. Therefore, this 
advertisement is misleading because no attorney can guarantee future results. Therefore, a court 
is likely to find this advertisement is in violation of Rule 7.2.  
 

C. Photoshopped Pictures 
Had a practitioner misrepresented him/herself, he/she would face discipline from the state bar. In 
the Sangary case, where a practitioner apparently photoshopped her image into pictures of 
celebrities and posted them on her website, the California bar court imposed a six-month 
suspension for her deceptive advertising and recommended a two-year suspension plus 
three-year probation. Similarly, Hamilton posted misleading, photoshopped pictures on his 
website depicting himself with Elvis, Hillary and Trump, Jay-Z, Beyoncé, and Lady Gaga. 
Therefore, Hamilton would be likely be in violation of Rule 7.2 for deceptive advertising and as 
a result, he would face potential suspension and probation. 
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Fee-splitting & non-lawyer ownership, impermissible law firm names 
 
USPTO Rules 37 CFR §§ 11.501-504, 705 
Model Rules 5.1-5.4, 7.5 
 
Key Points 
 
◦ As a supervisor, you're responsible for putting systems in place to ensure rules’ compliance for all 

your subordinates, ​including ​ non-practitioners. 
◦ As a subordinate, you're not responsible if your supervisor provides a reasonable resolution of an 

arguable question. 
◦ You're responsible for non-practitioner misconduct where 1) you ratify conduct of your subordinate 

non-practitioner or 2) you know of the conduct but fail to mitigate it. 
◦ You can only share legal fees with non-practitioners who are 1) a representative of an attorney who 

is deceased or disabled 2) non-practitioner employees in the case of a profit-sharing retirement plan, 
3) a non-profit who referred you business. 

◦ Ownership of any firm that engages in any practice of law by a non-lawyer is prohibited, and 
non-practitioners may not exercise any managerial control at the corporate level. 

◦ Non-practitioners may not have any control over a practitioner's professional judgment. 
◦ Law firm names may not be false or misleading, and they may not include the name of a practitioner 

holding public office. 
◦ You cannot claim a partnership unless that is factually accurate. 

Non-Lawyer ownership was recently challenged by the firm Jacoby and Meyers.  They alleged that 
they were representing a class of low income citizens and that these class members' First 
Amendment rights were violated. 

◦ Essentially, the argument is that the cost of representation would be decreased by non-lawyer 
ownership and investment.  The fact that the rules prevent this investment means that the class 
members are currently disadvantaged in their rights to petition the government with their grievances, 
a First Amendment right.  Thoughts? 
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Pre-engagement communications with prospective clients, overpromising results 
 
USPTO Rules 37 CFR §§ 11.118, 701-704 
Model Rules 1.18, 7.1-7.3 
 
Key Points 
 
◦ Communications regarding services may not be misleading. 
◦ Obviously, you may advertise, subject to the requirements discussed previously 
◦ Shockingly, you cannot coerce prospective clients or continue to solicit them after they decline your 

services. 
◦ Except, you may contact other practitioners, family, close personal friends, or those with a prior 

professional relationship. 
◦ You must mark "Advertising Material" on the envelope and beginning and end of the recording or 

electronic communication. 
◦ You may communicate that you do or do not practice in various fields of law, and may designate 

your status as a patent attorney. 
◦ You cannot claim to be an expert in a field of law unless you're certified as an expert by an approved 

certifying organization. 
◦ A prospective client is anyone who you've discussed forming an attorney-client relationship with. 
◦ You may not reveal information learned prior to engagement except as permitted for former clients. 
◦ You cannot represent a prospective client that has materially adverse interests to a current client 

AND you cannot represent the current client if you receive information from the prospective client 
that could be harmful. 

◦ Representation may be permissible with written consent or if the practitioner receiving the 
information took precautions to screen themselves and notify the client. 
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Unmeritorious filings and contentions, churning & overbilling 

§ 11.301 Meritorious claims and contentions. 

A practitioner shall not bring or defend a proceeding, or assert or controvert an issue therein, unless 
there is a basis in law and fact for doing so that is not frivolous, which includes a good-faith argument 
for an extension, modification or reversal of existing law. 

CAFC Sanctions Patent Atty For Frivolous Appeal: vexation 

See Walker v. Health International Corp., No. 15-1676 (Fed. Cir. Jan. 6, 2017).  

Facts: A lawsuit filed by inventor Andre Walker in the District of Colorado in 2012 for infringement of 
U.S. Patent No. 7,090,627, relating to an abdominal exercise device. Walker made a settlement with the 
defendant. Then defendant filed a motion to postpone the deadline of the settlement for 30 days. Walker, 
however, opposed the settlement stating that there are significant issue that remain to be resolve, and 
which may requires the filing of an amended complaint.” The defendant filed a motion for sanction 
based on Walker’s vexatious filing. The district court granted the sanction, but Walker appealed. CAFC, 
at the end, affirmed. 

Impact: The CAFC’s ruling could provide fodder for the OED to open an inquiry into whether Walker’s 
counsel’s conduct may have violated 37 C.F.R. Section 11.301 and section 11.302. 

https://www.ipethicslaw.com/cafc-sanctions-patent-atty-for-frivolous-appeal-is-uspto-discipline-next/ 

§ 11.302 Expediting proceedings. 

A practitioner shall make reasonable efforts to expedite proceedings before a tribunal consistent with the 
interests of the client. 
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Incompetence, inadequate client communication;  
docketing, deadlines, & diligence, churning 

 
PA Rule 1.1 and USPTO Rule 37 CFR § 11.101 are modeled after ABA Model Rule 1.1 
  

37 CFR § 11.101 Competence. PA Rule 1.1 Competence 

A practitioner shall provide competent 
representation to a client. Competent 
representation requires the legal, scientific, and 
technical knowledge, skill, thoroughness and 
preparation reasonably necessary for the 
representation. 

A lawyer shall provide competent representation 
to a client. Competent representation requires the 
legal knowledge, skill, thoroughness and 
preparation reasonably necessary for the 
representation. 

  
Required knowledge and skill in a particular matter depend on: 

● the relative complexity and specialized nature of the matter, 
● the lawyer’s general experience, 
● the lawyer’s training and experience in the field in question, 
● the preparation and study the lawyer is able to give the matter 

The required attention and preparation are determined in part by what is at stake; 
● whether it is feasible to refer the matter to, or associate or consult with, another competent 

practitioner 
  

§ 11.501 Responsibilities of partners, 
managers, and supervisory practitioners. 

PA Rule 5.1 Responsibilities of Partners, 
Managers and Supervisory Lawyers 

(a) A practitioner who is a partner in a law firm, 
and a practitioner who individually or together 
with other practitioners possesses comparable 
managerial authority in a law firm, shall make 
reasonable efforts to ensure that the firm has in 
effect measures giving reasonable assurance that 
all practitioners in the firm conform to the 
USPTO Rules of Professional Conduct. 

(a) A partner in a law firm, and a lawyer who 
individually or together with other lawyers 
possesses comparable managerial authority in a 
law firm, shall make reasonable efforts to ensure 
that the firm has in effect measures giving 
reasonable assurance that all lawyers in the firm 
conform to the Rules of Professional Conduct. 

(b) A practitioner having direct supervisory 
authority over another practitioner shall make 
reasonable efforts to ensure that the other 

(b) A lawyer having direct supervisory authority 
over another lawyer shall make reasonable efforts 
to ensure that the other lawyer conforms to the 
Rules of Professional Conduct. 
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practitioner conforms to the USPTO Rules of 
Professional Conduct. 

(c) A practitioner shall be responsible for another 
practitioner’s violation of the USPTO Rules of 
Professional Conduct if: 

(c) A lawyer shall be responsible for another 
lawyer’s violation of the Rules of Professional 
Conduct if: 

(1) The practitioner orders or, with 
knowledge of the specific conduct, ratifies 
the conduct involved; or 

(1) the lawyer orders or, with knowledge of 
the specific conduct, ratifies the conduct 
involved; or 

(2) The practitioner is a partner or has 
comparable managerial authority in the 
law firm in which the other practitioner 
practices, or has direct supervisory 
authority over the other practitioner, and 
knows of the conduct at a time when its 
consequences can be avoided or mitigated 
but fails to take reasonable remedial 
action. 

(3) the lawyer is a partner or has comparable 
managerial authority in the law firm in 
which the other lawyer practices, or has 
direct supervisory authority over the other 
lawyer, and knows of the conduct at a 
time when its consequences can be 
avoided or mitigated but fails to take 
reasonable remedial action. 

  
Business intake procedure should include ensuring competent staffing. 
Firms must take steps to identify “dabblers” and ensure cases are properly staffed. 
  

37 CFR § 11.103 Diligence. PA Rule 1.3 Diligence 

A practitioner shall act with reasonable diligence 
and promptness in representing a client. 

A lawyer shall act with reasonable diligence and 
promptness in representing a client. 

  
● Lawyer must control his/her work load so each matter can be handled competently. 
● Lawyer should pursue cases on behalf of a client despite opposition or personal inconvenience to 

the lawyer. 
● Do not procrastinate. 
● Carry matters to conclusion and resolve any doubt about whether a client-lawyer relationship 

still exists by clarification, preferably in writing. 
● Solo practitioners should have plan that designates another competent lawyer to review client 

files in the event of lawyer’s death or incapacity, and to advise clients. 
● Diligence in any substantial patent and/or trademark prosecution practice requires an electronic 

docketing system and rigid docketing procedures. 
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Consider these best docketing practices 

● Dedicated docketing staff 
● Backup for docketing database 
● Redundant docket checking or entry 
● Centralized USPTO email inbox 
● Centralized Foreign Associate inbox 
● Electronically downloading PTO correspondence 
● Protocols discouraging or prohibiting last-minute filings. 
● Docketing review of every file transferred from another firm (Do not rely solely on docket 

provided by other firm. 
● Docketing personnel to advise loss-prevention partner of “chronic late-filing and 

last-minute-filing attorneys” 
 
PA Rule 1.4 and USPTO Rule 37 CFR § 11.104 are modeled after ABA Model Rule 1.4. 
 

37 CFR § 11.104 Communication. PA Rule 1.4 Communication 

(a) A practitioner shall: (a) A lawyer shall: 

(1) Promptly inform the client of any decision or 
circumstance with respect to which the client’s 
informed consent is required by the USPTO 
Rules of Professional Conduct; 

(1) promptly inform the client of any decision or 
circumstance with respect to which the client's 
informed consent, as defined in Rule 1.0(e), is 
required by these Rules; 

(2) Reasonably consult with the client about the 
means by which the client’s objectives are to be 
accomplished; 

(2) reasonably consult with the client about the 
means by which the client's objectives are to be 
accomplished; 

(3) Keep the client reasonably informed about the 
status of the matter; 

(3) keep the client reasonably informed about the 
status of the matter; 

(4) Promptly comply with reasonable requests for 
information from the client; and 

(4) promptly comply with reasonable requests for 
information; and 

(5) Consult with the client about any relevant 
limitation on the practitioner’s conduct when the 
practitioner knows that the client expects 
assistance not permitted by the USPTO Rules of 
Professional Conduct or other law. 

(5) consult with the client about any relevant 
limitation on the lawyer's conduct when the 
lawyer knows that the client expects assistance 
not permitted by the Rules of Professional 
Conduct or other law. 
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(b) A practitioner shall explain a matter to the 
extent reasonably necessary to permit the client to 
make informed decisions regarding the 
representation. 
  

(b) A lawyer shall explain a matter to the extent 
reasonably necessary to permit the client to make 
informed decisions regarding the representation. 

  (c) A lawyer in private practice shall inform a 
new client in writing if the lawyer does not have 
professional liability insurance of at least 
$100,000 per occurrence and $300,000 in the 
aggregate per year, subject to commercially 
reasonable deductibles, retention or co-insurance, 
and shall inform existing clients in writing at any 
time the lawyer’s professional liability insurance 
drops below either of those amounts or the 
lawyer’s professional liability insurance is 
terminated. A lawyer shall maintain a record of 
these disclosures for six years after the 
termination of the representation of a client. 

  
A large percentage of legal malpractice complaints, State Bar disciplinary complaints and USPTO 
Office of Enrollment and Discipline (OED) complaints arise out of a breach of the ethical duty to 
communicate. 
 
Examples: 

● In re Shaffer, ​No. D2014-18 
(​http://e-foia.uspto.gov/Foia/RetrievePdf?system=OED&flNm=0777_DIS_2014-07-31 ​) 
(Attorney suspended by OED for neglecting two trademark applications; did not inform Client of 
important Office correspondence; allowed the TM applications to become abandoned without 
Client's knowledge or consent; did not inform Client; and filed new TM applications for the two 
trademarks without permission from Client.) 

● In re Nam D. Dao​, No. D2015-23 
(​http://e-foia.uspto.gov/Foia/RetrievePdf?system=OED&flNm=0812_DIS_2015-05-15 ​) 
Attorney suspended by OED for (1) Allowing multiple clients’ patent applications to become 
abandoned without informing clients, even when client inquired; (2) engaged in unauthorized 
practice of law and failed to inform clients of suspension by state bar; (3) failed to respond to 
Request for Information from OED 

● Protostorm LLC et al. v. Antonelli Terry Stout & Kraus LLP​, No. 1:08-cv-00931 (E.D.N.Y. June 
5, 2015) 
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Firm stopped working on PCT application because of unpaid fees, but did not communicate this 
to client.  Client lost rights and sued firm.  Client awarded $8 million, and firm went out of 
business. 

 
Always advise clients of material facts, even if you plan to take corrective actions. 
 
Keep written records of all communications to client, including, but not limited to: 

1. Engagement Letter should be comprehensive, dealing with fees, expenses, remedies for 
non-payment, including right to withdraw, 

2. Confirmation E-mail documenting oral instructions and communications; 
3. Advice given to client, especially when client refuses to follow your advice; 
4. Clearly advise client of what you will do in the absence of communications from them; 
5. Clearly advise client of what you will and will not do if account balance is not paid. 

 
When dealing with an “unworthy client”, your written communications will form the basis of your 
defense in any disciplinary or malpractice action.  

1. Timely 
2. Clear 
3. Thorough 
4. Dispassionate 
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Substance abuse & mental illness; unfitness to practice 
 
Steps for Preventing and/or Dealing with Acts of Impaired Attorneys 

1. Establish a confidential reporting mechanism for attorneys and staff to report potential mental 
health, substance abuse or addiction problems. 

2. Assign at least two lawyers to each matter and have each matter show up on at least two people’s 
dockets. 

3. Check on large changes in attorney’s performance (hours or efficiency). 
4. Review reasons for any disciplinary complaints, sanctions default judgments, or serious client 

complaints etc. against attorney; 
5. Review all files on which the impaired lawyer has worked. 
6. Advise clients if any actions/omissions have been taken that prejudice the clients’ interests. 
7. Act swiftly and thoroughly to address the problem and prevent or limit any damage to the client 

that might occur. 
8. Provide programs for lawyers and staff with mental health, substance abuse or addiction 

problems. 
 
Unfitness to practice is broadly addressed in 37 CFR § 11.804(i). 
 
The PTO defines “misconduct” more broadly than Pennsylvania, including 37 CFR § 11.804(g)-(i). 
  

37 CFR § 11.804 Misconduct. PA Rule 8.4 Misconduct 

It is professional misconduct for a practitioner to: It is professional misconduct for a lawyer to: 

(a) Violate or attempt to violate the USPTO Rules 
of Professional Conduct, knowingly assist or 
induce another to do so, or do so through the acts 
of another; 

(a) violate or attempt to violate the Rules of 
Professional Conduct, knowingly assist or induce 
another to do so, or do so through the acts of 
another; 

(b) Commit a criminal act that reflects adversely 
on the practitioner’s honesty, trustworthiness or 
fitness as a practitioner in other respects; 

(b) commit a criminal act that reflects adversely 
on the lawyer’s honesty, trustworthiness or fitness 
as a lawyer in other respects; 

(c) Engage in conduct involving dishonesty, 
fraud, deceit or misrepresentation; 

(c) engage in conduct involving dishonesty, fraud, 
deceit or misrepresentation; 

(d) Engage in conduct that is prejudicial to the 
administration of justice; 

(d) engage in conduct that is prejudicial to the 
administration of justice; 
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(e) State or imply an ability to influence 
improperly a government agency or official or to 
achieve results by means that violate the USPTO 
Rules of Professional Conduct or other law; 

(e) state or imply an ability to influence 
improperly a government agency or official or to 
achieve results by means that violate the Rules of 
Professional Conduct or other law; or 

(f) Knowingly assist a judge, hearing officer, 
administrative law judge, administrative patent 
judge, administrative trademark judge, or judicial 
officer in conduct that is a violation of applicable 
rules of judicial conduct or other law; 

(f) knowingly assist a judge or judicial officer in 
conduct that is a violation of applicable rules of 
judicial conduct or other law. 

(g) Knowingly assist an officer or employee of 
the Office in conduct that is a violation of 
applicable rules of conduct or other law; 

  

(h) Be publicly disciplined on ethical or 
professional misconduct grounds by any duly 
constituted authority of: 
(1) A State, 
(2) The United States, or 
(3) The country in which the practitioner resides; 
or 

  

(i) Engage in other conduct that adversely reflects 
on the practitioner’s fitness to practice before the 
Office. 
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Abusive filings, discourtesy & uncivil language 
 

USPTO Rules 37 CFR § 11.301 and 11.304-11.305 
● A practitioner must have a basis in law and fact to bring or defend a proceeding or controvert an 

issue 
○ The basis must not be frivolous 

■ Non-frivolous are a good faith argument for an extension, modification or reversal 
of existing law 

○ No basis in law or fact asserted by Hamilton in the submission 
● A practitioner shall not allude to any matter that the practitioner does not reasonably believe is 

relevant 
● A practitioner shall not state a personal opinion as to the justness of a cause. 

○ The allusions to disrespect and that the Examiner has no clue may violate one or both of 
these rules. 

● A practitioner shall not seek to influence a judge, hearing officer, administrative law judge, 
administrative patent judge, administrative trademark judge, juror, prospective juror, employee 
or officer of the Office, or other official by means prohibited by law; 

○ Hamilton’s challenge to a duel and reference to guns drawn could be perceived as trying 
to influence an employee of the office by means prohibited by law; 

● A practitioner shall not ​engage in conduct intended to disrupt any proceeding before a tribunal​. 
○ Hamilton’s conduct could be perceived as disruptive of the proceedings. 
○ Ex parte​ Tohru Doumuki, Appeal 2015-000799 

■ Appellant's counsel has engaged in inappropriate ad hominem attacks on the 
Examiner and other USPTO officials. In particular, in the present Appeal, 
Appellant's counsel ostensibly accuses the Examiner of impropriety by alleging 
the Examiner is "making things up" … and questions the Examiner's competence 
by characterizing the Examiner's findings as based on "her remarkably incorrect 
understanding” 

■ “Applicants and their attorneys or agents are required to conduct their business 
with the United States Patent and Trademark Office with decorum and courtesy. 

■ Papers presented in violation of this requirement will be submitted to the Director 
and will not be entered. 

● In re Schroeder D2014-08 
○ Filed papers with disparaging remarks about the Examiner 
○ Cited ​In re Lane D2013-07 

■ With respect to attorneys or other agents, disreputable conduct has generally 
included unprofessional conduct…to include any conduct violative of the 
ordinary standard of professional obligation and honor. 

○ Norris v. Alexander, 142 S.E. 2d 214, 217 (S.C. 1965) 

Alice in Hamilton — Course Material p. 19 of 21



■ Nothing should be done or left undone by an attorney which tends to bring the 
profession into disrepute or to lessen in any degree the confident of the public in 
the profession. 

○ Carter v. Abhilheira, 452 A.2d 1140, 1141 (R.I. 1982). 
■ Our license to practice law is granted upon the implied understanding that lawyers 

shall at all times demean themselves in a proper manner and shall refrain from 
such practices as would bring disrepute upon themselves, their profession, and the 
judicial system 

■ …in the minds of the public a lawyer’s professional status places them in a 
position of trust at all times, and much is to be expected of them. 

■ A notice of the non-entry of the paper will be provided. Complaints against 
examiners and other employees must be made in correspondence separate from 
other papers. 3 7 C.F .R. § 1.3 

■ Complaints against examiners and other employees must be made in 
correspondence separate from other papers." 37 C.F.R. § 1.3. 
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Duty of a USPTO registered practitioner to report misconduct to the O.E.D.;  
investigation of grievances 

 
A practitioner who 

○ represents a client in a proceeding before a tribunal and who knows that a person intends to 
engage, is engaging or has engaged in criminal or fraudulent conduct related to the proceeding 
shall take reasonable remedial measures, including, if necessary, disclosure to the tribunal. 

○ knows that another practitioner has committed a violation of the USPTO Rules of Professional 
Conduct that raises a substantial question as to that practitioner’s honesty, trustworthiness or 
fitness as a practitioner in other respects, shall inform the OED Director and any other 
appropriate professional authority. 

○ knows that a judge, hearing officer, administrative law judge, administrative patent judge, or 
administrative trademark judge has committed a violation of applicable rules of judicial conduct 
that raises a substantial question as to the individual’s fitness for office shall inform the 
appropriate authority.  
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THE SONGS 
 

1.1.1.1. Alice (the Procedural History ofAlice (the Procedural History ofAlice (the Procedural History ofAlice (the Procedural History of    Alice Corp. v. CLS Bank Int’l)Alice Corp. v. CLS Bank Int’l)Alice Corp. v. CLS Bank Int’l)Alice Corp. v. CLS Bank Int’l)    
 (based on “Alexander Hamilton”) 

 ....................................................................................................................... The Company 
 

2.2.2.2. The Colle$ion of Ways He BlunderedThe Colle$ion of Ways He BlunderedThe Colle$ion of Ways He BlunderedThe Colle$ion of Ways He Blundered    
 (based on “The Election of 1800”) 
 ......................................................................................... JeEerson, Madison, Hamilton 
 

3.3.3.3. Ethics First, SirEthics First, SirEthics First, SirEthics First, Sir    
 (based on “Aaron Burr, Sir”) 

 ................................................................ Hamilton, Burr, Eliza, Franklin, Lafayette 
 

4.4.4.4. Satisfied with Your Shot  Satisfied with Your Shot  Satisfied with Your Shot  Satisfied with Your Shot      
 (based on “The Schuyler Sisters,” “Satisfied,” “Right Hand Man,” and “My Shot”) 

 .....................................  Franklin, Alice, Hamilton, Eliza, Lafayette, Washington 
 

5.5.5.5. You’ll Be Back (a Final O3ce A$ion)You’ll Be Back (a Final O3ce A$ion)You’ll Be Back (a Final O3ce A$ion)You’ll Be Back (a Final O3ce A$ion)    
 (based on “You’ll Be Back”) 

 ............................................................................................................................. George III 
 

6.6.6.6. Stay Alive / Stay Alive / Stay Alive / Stay Alive / LearnLearnLearnLearn    
 (based on “Stay Alive” and “Burn”) 

 ...............................................................  Eliza, Alice, Lafayette, Hamilton, Franklin 
 

7.7.7.7. Go Ask Alex / The Go Ask Alex / The Go Ask Alex / The Go Ask Alex / The AliceAliceAliceAlice        GuidelinesGuidelinesGuidelinesGuidelines    
 (based on “The Reynolds Pamphlet”) 

 .................................. Hamilton, JeEerson, Madison, Franklin, George III, Alice 
 

8.8.8.8. Disrespe$fully SubmittedDisrespe$fully SubmittedDisrespe$fully SubmittedDisrespe$fully Submitted    
 (based on “Your Obedient Servant” and “Take a Break”) 

 ................................................................................................. Hamilton, Franklin, Eliza 
 

9.9.9.9. We Know the Ways He Blundered We Know the Ways He Blundered We Know the Ways He Blundered We Know the Ways He Blundered     
 (based on “The Ele$ion of 1800,” “We Know,” and “Cabinet Battle #1”) 

 ................................................................................................... JeEerson, Madison, Burr 
 

10.10.10.10. O.E.D. Has Its Eyes on You O.E.D. Has Its Eyes on You O.E.D. Has Its Eyes on You O.E.D. Has Its Eyes on You     
 (based on “Who Lives, Who Dies, Who Tells Your Story” and “History Has Its Eyes on You”) 

 ..................... Washington, Franklin, Eliza, Alice, JeEerson, Madison, Hamilton 
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Props for “Go Ask Alex/The Props for “Go Ask Alex/The Props for “Go Ask Alex/The Props for “Go Ask Alex/The AliceAliceAliceAlice    Guidelines”Guidelines”Guidelines”Guidelines”    

 
1. Shipping box, with the shipping label (below) taped onto it and facing the audience 

 
2. In the box, a whiskey bottle filled with cold tea (made to be the color of whiskey) or apple juice 

 
3. Tied onto the neck of the bottle by a string, the “Drink Me” label (below), folded over & glued/taped to be double-sided 

 
4. Handouts for “The Alice Guidelines” to distribute during the song.  Tossing extra handouts in the air is optional. 

 

 From:  A. BurrA. BurrA. BurrA. Burr    
 To:     A. Ham.A. Ham.A. Ham.A. Ham. 
 

        ALEXANDER HAMILTON, ESQ. 
        FRANKLIN HAMILTON LLP 
        ONE LIBERTY PLACE 
        PHILADELPHIA, PA  19103-1776 
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Alexander 
HAMILTONHAMILTONHAMILTONHAMILTON    

Benjamin 
FRANKLINFRANKLINFRANKLINFRANKLIN 

Thomas 
JEFFERSONJEFFERSONJEFFERSONJEFFERSON    

James 
MADISONMADISONMADISONMADISON    

George 
WASHINGTONWASHINGTONWASHINGTONWASHINGTON    

Aaron 
BURRBURRBURRBURR    
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ALICE ALICE ALICE ALICE 
Schuyler    

ELIZAELIZAELIZAELIZA    
Hamilton 

Peggy 
LAFAYETTELAFAYETTELAFAYETTELAFAYETTE    

King    
GEORGE IIIGEORGE IIIGEORGE IIIGEORGE III    

Hercules    
MULLIGANMULLIGANMULLIGANMULLIGAN    

John    
LAURENSLAURENSLAURENSLAURENS 

 

(Mulligan and Laurens have no lines – name tags can be used for Ensemble) 
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